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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE TRADEMARK TRIAL AND 

APPEAL BOARD 

JOHN ZOX, an individual  

 

Trademark: ZOXLIST  

  

              Opposer,  

 Serial No.: 88/582,432 

v.   

  

ZOX LLC.  Opposition No.: 91265309 

  

             Applicant.  

  

 

APPLICANT’S COMBINED OPPOSITION TO MOTION TO DISMISS (I) CONTERCLAIM (II) 

FRAUD CLAIM AND (III) APPLICANT’S REQUEST TO CONSOLIDATE 

I. INTRODUCTION 

Applicant Zox LLC respectfully requests the Board deny Opposer John Zox’ (“Opposer” or 

“John Zox”) Combined Motion to Dismiss and Motion to Suspend in its entirety.  

 Applicant has filed a Motion to Suspend this proceeding pending the outcome of civil litigation 

as it has filed a complaint against Opposer John Zox with the United States District Court in the Central 

District of California, Case No. 2:21-cv-01609-PA-SK (the “Action”).  In the unlikely event, the 

proceeding is not suspended, Applicant requests the Board consolidate all of the TTAB matters (defined 

below) as they involve the same common questions of law and fact and nearly identical parties and the 

discovery of Opposer’s fraud at the Trademark Office and TTAB.  

Supporting that consolidation is appropriate, Opposer filed a very similar Motion to Dismiss in 

Petition to Cancel No. 92074323 (’323 Petition to Cancel) and Opposer filed almost the exact same 

Combined Motion to Dismiss and Request for Suspension in Opposition No. 91265525 (the “‘525 

Proceeding”) forcing Applicant to file essentially the same Opposition that it filed in the ‘525 Proceeding 

in this proceeding.  The pending Action and all of the ZOX TTAB proceedings are redundant- involving 

the same set of facts, issues, parties and fraud.     
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Briefly, this dispute between the parties started in 2016, with the first TTAB matter being filed on 

December 10, 2019 (Opposition No. 91252817).  Since this time Applicant in this matter, Zox LLC, its 

predecessors-in-interest and its related companies, House of Kuipers, LLC and Zox Straps, LLC 

(collectively referred to as the “Zox Company”) has uncovered a campaign of deceit to interfere with its 

business and trademarks.   

As further described below, the intentional act of fraud has been perpetrated in each pending 

TTAB matter which has been confirmed via a subpoena by an independent third party, Zazzle.  In 

addition to not selling goods through Zazzle as Opposer has represented to the Trademark Office, 

information online in the form of Internet posts, dates and “facts” has been modified and manipulated in 

an effort to try and improve Opposer’s legal position.  These acts clearly support a lack of credibility by 

Opposer and  the “intent to deceive” at this early stage in all of the proceedings. 

The Zox Company (i) has adequately pled its claim for fraud on the Trademark Office; (ii) had a 

legal obligation to plead its counterclaim; and, (iii) pursuant to Fed. R. Civ. P. 42(a) and moves for 

consolidation.  This Opposition and Request is based on the legal authority and argument as set forth 

below, the accompanying Declaration of Jason Kuipers attached as Exhibit “1”, and all records and 

pleadings on file. 

II. BACKGROUND FACTS 

The “Zox” Company   

 In 2011, a company called “ZOX” was founded in Arizona by three brothers, with the help of 

their mom and a sewing machine.  The family started manufacturing and selling bracelets or straps to 

wear as a fashion accessory.  Through dedication and countless hours of hard work, the business 

prospered over the last decade creating an extremely successful company that is engaged in, among other 

things, the production, sale and international distribution of consumer goods or retail products.  

(Declaration of Jason Kuipers, ¶¶ 1-2, hereinafter cited “Kuiper Decl., ¶___”) 

The Zox Company’s one of a kind bracelets are generally accompanied by a “feel good” or 

inspirational message which created a faithful following of fans who collect and trade Zox bracelets 
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worldwide.  For every online order, the Zox Company makes a charitable contribution. In addition to the 

bracelets the company offers goods such as, keychains, clothing, and bags.  Its website can be seen at 

https://zox.la/. Kuiper Decl., ¶ 6-7.   

The Zox Company owns several trademarks including U.S. Trademark Registrations listed in the 

table below.   

Mark Registration No.  Goods/ Services  First Use in Commerce Date 

ZOX 

STRAPS 

4,412,948 Class 14: elastic fabric 

wristbands in the nature of a 

bracelet 

Sept. 15, 2011 

ZOX 4,465,691 Class 14: Wristbands in the 

nature of a bracelet.  

Class 25: Wristbands; shirts 

Class 14: 09/15/2011 

Class 25: 09/15/2011 

ZOXBOX 4759961 Class 25: Athletic apparel, 

namely, shirts, pants, jackets, 

footwear, hats and caps, athletic 

uniforms; Wristbands. 

May 30, 2012 

ZOX 5233845 Class 18: Backpacks.  

Class 35: On-line retail and 

wholesale store services 

featuring clothing apparel, 

wristbands, bags and accesso 

Class 18: 10/31/2016 

Class 35: 08/00 2011 

In April of 2013, the Zox Company acquired via assignment U.S. Registration No. 2992108  

and all of the rights and goodwill associated with the mark for a ZOX design mark for use in connection 

with clothing which issued on September 6, 2005 with a first use in commerce date of October 1, 1992.   

Kuiper Decl., ¶8-10.  All of Applicant’s ZOX marks are hereinafter collectively referred to as the “Zox 

Company Mark”. 

John Zox  

 John Zox used to be in a music band called “Zox” in the early 2000’s.   According to several 

Internet articles the band broke up in 2009, got back together briefly in 2011 and played a small reunion 

show in 2014.  It is also widely reported that the members of the music band Zox have moved on to other 

ventures.   Kuiper Decl., ¶ 12, Exhibit 2. 
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 According to their websites, John Zox’ brothers Andrew Zox and Daniel Zox produce short films. 

See https://andrewzox.com/ and https://www.danielzox.com/. Kuiper Decl., ¶ 13. Collectively John Zox, 

Andrew Zox and Daniel Zox are referred to as the “Zox Brothers”. 

At some point in time John Zox became aware of Zox the Company and its success1.  Kuiper Decl., 

¶ 14.   

The Trademark Office records indicate that on March 28, 2016, John Zox along with his brothers 

Andrew and Daniel Zox filed U.S. Application Serial No. 86954997 (the ’997 Application) for the standard 

character word mark “ZOX” for use in connection with goods in classes 9, 25 and 41.  Of particular 

importance is the specimens filed for the Class 25 goods- namely, images of products that could be 

purchased through the online print store Zazzle®.  Exhibit “3” to the Kuiper declaration shows 

representative examples of the Class 25 specimens that were filed.  The Class 25 goods were refused 

registration in light of Registration No. 4465691, owned by the Zox Company.  Kuiper Decl., ¶15, Exhibit 

3. 

On information and belief, the Class 25 goods were included to make it appear as though the Zox 

Brothers and/or the music band Zox had been selling merchandise in the form of clothing and other retail 

items under the trademark “ZOX”. Kuiper, Decl., ¶16.  

On or about September 2, 2016, John Zox contacted Mr. Kuipers, a principal of the Zox Company 

demanding a consent to register.  Mr. Kuipers declined. Kuiper Decl., ¶17.  The ’997 Application issued as 

Registration No. 5,268,843 (the ‘843 Registration) without the Class 25 goods.  Id., ¶18.  The Zox Company 

did not hear from John Zox for the next few years. Kuiper Decl., ¶17 

On December 13, 2018, John Zox filed a new application, serial no. 88/228,839 (the ’839 

Application) for the standard character word mark “ZOX” for use in connection with numerous goods and 

services that are identical or closely related to the Zox Company’s goods.  Of note again, is the specimens 

 

1
 John Zox’ response to the Zox Company’s Interrogatory No. 1 for Opp. No. 91252817, states in 

pertinent part, “At least once a month for the past 10 years, one of the ZOX Band members receives a text 
or email from a friend or fan pointing out an ad that that person received on Facebook or Google for 

Opposer’s “zox straps” or “zox wristbands” products. 
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John Zox submitted to the Trademark Office, in particular images of goods that could be purchased through 

Zazzle or other online custom print companies.  Exhibit “4” of the Kuiper Declaration shows representative 

examples of the Class 25 specimens and how easy it is to make “replications” of these specimens using the 

Internet.  Kuiper Decl., ¶19, Exhibit 4.  

In order to protect its business, the Zox Company was left with no choice but to Oppose the ’839 

Application. Kuiper Decl., ¶21.  Filing this opposition resulted in all of the matters below at the TTAB. 

The Current TTAB Matters 

MATTER MARK PARTIES STATUS  

Opposition 

No. 

91252817 

And  

Counterclaim 

Opposition: 

ZOX 

App. No. 88/228,839  

 

Zox Company 

v. John Zox  

Suspended: Both parties can file amended 

pleadings by Jan. 31, 2021.   

Pet. To Cancel: 

Reg. No. 4,465,691: 

ZOX; Reg. No. 

4,759,961: ZOXBOX; 

and Reg. No. 

5,233,845: ZOX 

John Zox v. Zox 

Company  

Pet. To 

Cancel No.  

92074323 

 

Pet. To Cancel  

Reg. No. 5,268,843 

  

John Zox 

Daniel Zox 

Andrew Zox  

Registrant’s filed a Combined Motion to 
Dismiss and Motion to Suspend almost 

identical to the instant Motion on Oct. 5, 

2020. 

 

Petitioner filed its Opposition on Oct. 14, 

2020. 

Opposition 

No. 

91265309 

Opposition 

ZOXLIST  

Application No. 

88/582,432 

John Zox 

v.  

Zox Company  

 

Zox Company filed its Answer and 

Counterclaim on Nov. 23, 2020.   

No action has been taken by TTAB.  

Pet. To Cancel  

Reg. No. 5,268,843 

 

 

Zox Company  

v.  

John Zox 

Daniel Zox  

Andrew Zox 

Opposition 

No.  

91265525 

Opposition  

ZOX (Design) 

Application No. 

88/829,957 

John Zox 

v.  

Zox Company  

 

Opposer filed a Combined Motion to 

Dismiss and Suspend on Jan. 4, 2021. 

 

Zox Company filed this Opposition to the 

Motion and Request for Consolidation on 

January 24, 2021.  
Zox Company  

v.  

John Zox 

Daniel Zox  

Andrew Zox 
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The ’843 Registration has been used against the Zox Company in every TTAB proceeding 

including this one with John Zox stating, “Opposer—either as an individual, as co-applicant,..” John Zox 

owns right in and to ZOX.  See Notice of Opposition, ¶¶ 5-6 and Exhibit A to the Opposition. In 

discovery, Defendant John Zox claims he owns rights in and to the “ZOX marks” with “…his brothers 

Andrew Zox and Daniel Zox and/or with fellow Zox bandmembers [sic] Eli Miller.” (Opposition Nos. 

91265525 and 91252817) Kuiper Decl., ¶ 23.  

The Zox Company served its first set of discovery over six months ago. To date, approximately 

192 documents have been produced most of which are publicly available and none of which demonstrate 

sales to consumers for the applied-for goods in either the ’997 or the ’839 Applications.  Nor were any 

documents produced demonstrating a single sale of goods through Zazzle. Kuiper Decl., ¶¶22, 25.  

 On January 5, 2021, the Zox Company issued a subpoena to Zazzle.  In response Zazzle produced 

the attached spreadsheet.  The spreadsheet shows the sales of goods or lack thereof, through Zazzle.  

Kuiper Decl., ¶¶26-27, Exhibit 5. 

A review of the spreadsheet indicates that no goods were sold through Zazzle as of the ‘997 

Application filing date of March 28, 2016.  And for the ’839 Application with a filing date of December 

13, 2018, it appears one of each of some of the goods was sold through Zazzle on December 31, 2020 - 

more than two years after the ‘839 Application was filed and more than 4 years after the ‘997 

Application.  Id., ¶27.  

On information and belief, in addition to not lawfully using the mark in commerce as represented 

to the Trademark Office and committing fraud, information online has been modified and manipulated in 

an attempt to improve John Zox and his brothers’ legal position with regard to “use” of the mark ZOX. 

Kuiper Decl., ¶¶ 28-29. 

For example, in Exhibit “6” of the Kuiper Declaration, John Zox provided the screenshot labeled 

“Figure A” in Opposition Proceeding (No. 91265525, Notice of Opp., ¶10) titled, “Fig. 2- The Zox Band 

website 2008-2020”.  Paragraph 10 of the Notice states, “ZOX markets, promotes, and sells its 
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merchandise online at its website www.zoxband.com and www.zazzle.com, at shows/concerts, and via 

hundreds of online streaming music platforms. All feature the ZOX (Stylized) Mark and related ZOX 

Marks as shown by example of ZOX Band’s website in Fig. 2.” Kuiper Decl., ¶30, Exhibit 6. 

  As shown in “Figure B” of Exhibit 6, a review of the domain zoxband.com via the Wayback 

Machine the archived page for November 16, 2017 does not display a post dated October 8, 2017 stating, 

“For news, updates, community chatter, and more, head to the Official ZOX Facebook Page 

https://www.facebook.com/ZOX-6813512423/”.  This means on November 16, 2017, there was no 

October 8, 2017 post. Kuiper Decl., ¶ 31, Exhibit 6. 

Further according to the Wayback Machine as shown in “Figure C” of Exhibit 6, an archived 

page for January 18, 2020, does not display a post dated January 1, 2020 “New year’s resolution: Add 

ZOX to my fave playlist!  On information and belief, the Zox Band website was intentionally modified to 

make it appear some activity had occurred in the past several years. Kuiper Decl., ¶ 32, Exhibit 6. 

In addition to the band’s website being edited, the Wikipedia page referring to the music band 

Zox has also experienced a flurry of edits.  In all of 2018 there were only three (3) edits.  In 2020, there 

were over fifty (50) edits.  For example, on October 3, 2020 the statement “Zox was a band from 

Providence Rhode Island” to “Zox is a band from Providence, Rhode Island and “Years Active” was 

changed from “2002-2009” to “2002-2009, 2010-Present”.  Attached as Exhibit “7” is an example of the 

revision, the revision history for the Wikipedia page, and a discussion regarding a person being banned 

from any further editing due to a conflict of interest.  Kuiper Decl., ¶ 34, Exhibit 7.  

On information and belief, in the last month John Zox has launched “new” clothing products 

identical to those of Plaintiff with a logo that is confusingly similar to the Zox Company.  Kuiper Decl., ¶ 

39.  

On information and belief, to continue appearances, the Zox band “released” a new album on 

January 21, 2021.  On further information and belief, the new album consists of two (2) unreleased old 

songs and seven (7) alternate versions of old songs (e.g. acoustic version).  Attached as Exhibit 8 is an 
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article about the new album stating it was John Zox idea to release the album.  On YouTube the album 

has 113 views. Kuiper Decl., ¶ 40, Exhibit 8. 

III. TTAB PRECEDENT SUPPORTS APPLICANT’S POSITION  

A. Motion to Dismiss Should Be Denied; Fraud Claim Should Proceed   

A legally sufficient pleading of fraud in procuring a registration requires allegations that (1) 

applicant made a false representation to the USPTO; (2) the false representation is material to the 

registrability of the mark; (3) applicant had knowledge of the falsity of the representation; and (4) 

applicant made the representation with intent to deceive the USPTO. In re Bose Corp., 580 F.3d 1240, 91 

USPQ2d 1938, 1941 (Fed. Cir. 2009).  

B. Motion to Dismiss Counterclaim Should Be Denied   

  A defense attacking the validity of any one or more of the registrations pleaded in the petition 

shall be a compulsory counterclaim if grounds for such counterclaim exist at the time when the answer if 

filed. 37 C.F.R. § 2.114(b)(3)(i). Federal Rule of Civil Procedure 13(a) provides in pertinent part: 

A pleading shall state as a counterclaim any claim which  

at the time of serving the pleader has against any opposing  

party, if it arises out of the transaction or occurrence that  

is the subject matter of the opposing party's claim and  

does not require for its adjudication the presence of third  

parties of whom the court cannot acquire jurisdiction. 

 

C. The TTAB Proceedings Should be Consolidated  

When actions before the Board involve common questions of law and fact, the Board may 

consolidate the actions. Fed. R. Civ. P. 42(a)(2); TBMP § 511.  

IV. APPLICANT’S ARGUMENT SUPPORTS THE FRAUD CLAIM AND 

CONSOLIDATION 

A. The fraud claim must stand as Applicant has shown an intent to deceive.  

Applying the appropriate pleading standard, Applicant has adequately pled its claim for fraud on 

the Trademark Office.  In re Bose Corp., 580 F.3d 1240, 91 USPQ2d 1938, 1941 (Fed. Cir. 2009).  All 
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Applicant must do to survive a motion to dismiss is to plead sufficient facts that, that when taken as true, 

plausibly support a claim for relief. Discovery has not been conducted in the Cancellation Proceeding.  

At this early stage, what the Zox Company has shown with facts is there is a pattern of 

intentional, misleading and deceitful behavior where information is being modified and contrived to 

represent “facts” that are untrue.  Based on the above examples, how can one believe that the Registrants 

were selling cassette tapes in the year 2016?  Further, what evidence was provided to the Trademark 

Office to show the Zox Brothers were offering for sale and selling, “…videocassette recorders, 

videocassette players, digital video or audio players, and film and video editing machines; computer 

software for film and video editing.”  None.  No specimens were provided for numerous goods and 

services for the ’843 Registration.   

There are heighten standards for specimens.  See 37 C.F.R. §2.56(c); TMEP §§904.03(i), 

1301.04(a).  Here there is no doubt that the specimens filed do not show the ZOX mark in actual use in 

commerce.  See Trademark Act Sections 1 and 45, 15 U.S.C. §§1051, 1127; 37 C.F.R. §§2.34(a)(1)(iv), 

2.56(a), (c); see TMEP §§904, 904.03(g), 904.07(a).  An application based on Trademark Act Section 

1(a) must include a specimen showing the applied-for mark as actually used in commerce for each 

international class of goods and services identified in the statement of use.  15 U.S.C. §1051(a)(1); 37 

C.F.R. §§2.34(a)(1)(iv), 2.56(a); TMEP §§904, 904.07(a).  The Trademark Office is trying to prevent 

falsified specimens from being used to obtain registrations.  This is also the type of behavior the Office of 

Enrollment and Discipline is trying to prevent as it is able to investigate attorneys who file altered 

specimens.  

While “a party must state with particularity the circumstances constituting fraud or mistake,” 

“[m]alice, intent, knowledge, and other conditions of a person’s mind may be alleged generally.” Fed. R. 

Civ. P. 9(b) (emphasis added); Caymus, 107 USPQ2d at 1522; DaimlerChrysler Corp., 94 USPQ2d at 

1088.  

Here, Applicant or Petitioner has pled that: “Registrants knew the above-mentioned statements 

were false at the time they were made,” (Petition, ¶35); that, “Registrants continuously and knowingly 
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made such false statements in order to induce the U.S. Patent and Trademark Office to issue a certificate 

of registration,” (id. at ¶36); and that, “the U.S. Patent and Trademark Office would not have issued Reg. 

No. 5,268,843 for ZOX – or maintained such registration – but for knowingly fraudulent representations 

made by Registrants to the U.S. Patent and Trademark Office.” (Id. at ¶40.)   

All of the facts above provide “sufficient underlying facts from which a court may reasonably 

infer that a party acted with the requisite state of mind.” Zawod, 109 USPQ2d at 1685-86 (intent may be 

averred generally). Thus, Applicant has adequately pled that Registrants intended to deceive and did 

deceive the Trademark Office.  In addition to the allegations in the Petition to Cancel, an intent to deceive 

has been confirmed by: 

• Fake online custom print specimens for the Class 25 goods; 

• No specimens for most of the goods in Class 9; 

• Intentional modifications to the Zox band website that have been submitted to the TTAB; 

and 

• So many edits to Wikipedia that the “editor” was banned. 

All of these acts did not happen by accident- they were intentional. If the Board grants John Zox’  

request to dismiss the fraud claim, then it is reading the claims in a light most favorable to Registrants, 

not Applicant/Petitioner, in contravention of applicable law.  It would also significantly prejudice 

Applicant who is unable to challenge a registration that should have never issued in the first place.  

Applicant should be afforded the opportunity to conduct additional discovery.  In the alternative, 

Applicant will amend its counterclaim to allege all of the “new” facts above.  

B. The Zox Company had a legal obligation to file the Counterclaim.  

The Zox Company had a legal obligation to file its Counterclaim.  Under 37 C.F.R. § 

2.114(b)(3)(i), “A defense attacking the validity of any one or more of the registrations pleaded in the 

petition shall be a compulsory counterclaim if grounds for such counterclaim exist at the time when the 
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answer if filed.”  Contrary, to Opposer’s contention the Zox Company was not trying to hide anything 

from the Board.   

In fact, on November 23, 2020, the Zox Company served all counsel for the primary Cancellation 

Proceeding (No. 92074323), including counsel that are not involved in the present opposition proceeding.  

The statute continues in pertinent part, “A counterclaim need not be filed if it is the subject of another 

proceeding between the same parties or anyone in privity therewith.” Id.  Opposer is inappropriately 

fabricating a legal standard that does not exist.  The phrase “should not be filed” appears nowhere in this 

section.  The Zox Company submits it prefers to cautiously plead than have unpled issues.   

 Opposer’s Motion to Dismiss the Counterclaim and the fraud claim for that matter, is 

disguised as a motion to strike which is disfavored by the Board. Under TBMP § 506.01 begins similarly 

to Fed. R. Civ. P. 12(f) governing motion to strike but goes on to state: Motions to strike are not favored, 

and matter usually will not be stricken unless it clearly has no bearing upon the issues in the case.  

The primary purpose of pleadings, under the Federal Rules of Civil Procedure, is to give fair 

notice of the claims or defenses asserted.  In this regard, it has been noted that. ". . . matter will not be 

stricken from a pleading unless it is clear that it can have no possible bearing upon the subject matter of 

the litigation . . . Even if the allegations are redundant or immaterial, they need not be stricken if their 

presence in the pleading cannot prejudice the adverse party.  If evidentiary facts are pleaded, and they aid 

in giving a full understanding of the complaint as a whole they need not be stricken." Harsco Corp. v. 

Elec. Scis., Inc., 1988 TTAB LEXIS 46, 9 U.S.P.Q.2D (BNA) 1570 (Trademark Trial & App. Bd. August 

17, 1988) citing 2A Moore's Federal Practice, Section 12.21[2] (2nd ed. 1985).  Opposer will not be 

prejudiced by allowing the Counterclaim to remain.  This motion was filed as a dilatory tactic intended to 

harass the Zox Company.  “Motions to strike a defense as insufficient are not favored by the federal 

courts because of their somewhat dilatory and often harassing character.” Wright & Miller, Federal 

Practice and Procedure: Civil 3d § 1381, pp. 421-425; see also Quintana v. Baca, 233 F.R.D. 562, 564 

(C.D. Cal. 2005) (“’Motions to strike are generally regarded with disfavor because of the limited 

importance of pleading in federal practice, and because they are often used as a delaying tactic.’”) U.S. v. 
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Iron Mountain Mines, Inc., 812 F. Supp. 1528, 1535 (E.D. Cal. 1992).  This filing is consistent with John 

Zox’ unwillingness to prove his contentions and to repeatedly delay these proceedings.  

Concurrent with this filing, the Zox Company has filed a Notice with the Board in the Petition to 

Cancel in the primary proceeding, Petition to Cancel No. 92074323 regarding its Counterclaim and 

Request for Consolidation.    

C. All of the “ZOX” TTAB Proceedings Should be Consolidated.  

When actions before the Board involve common questions of law and fact, the Board may 

consolidate the actions. Fed. R. Civ. P. 42(a)(2); TBMP § 511. The Board weighs several factors in 

deciding to consolidate proceedings, including the savings of time, effort, and expense, and any prejudice 

or inconvenience that may result. Dating DNA LLC v. Imagini Holdings Ltd., 94 USPQ2d 1889, 1893 

(TTAB 2010), Regatta Sport Ltd. V. Telux-Pioneer Inc., 20 USPQ2d 1154 (TTAB 1991); Estate of Biro 

v. Big Corp., 18 USPQ2d 1382 (TTAB 1991); Bigfoot 4x4 Inc. v. Bear Foot Inc., 5 USPQ2d 1444 (TTAB 

1987). The Board may also consider whether the parties in each action are identical, but identity of parties 

is not necessary. New Orleans Louisiana Saints LLC v. Who Dat? Inc., 99 USPQ2d 1550, 1552 (TTAB 

2011).  In each Proceeding, the questions before the Board involve the same issues and the same people.   

John Zox is using the same ’843 Registration and alleged common law rights in an attempt to 

oppose or cancel all of the Zox Company’s registrations and applications. Regardless of whether John 

Zox is appearing individually or with his brothers, as ZOXWERX, ZOX MUSIC, or ZOX EVENTS they 

are all ultimately the same rights being asserted against the Zox Company.  Essentially, the same Zazzle 

specimens and alleged claims of use were filed for both the ’843 Registration and the ’839 Application.  

See Kuiper Exhibit 3 and 4. What remains to be decided is, does the Zox band have any trademark rights 

in and to the mark ZOX?  If so, in connection with what goods and services?  Do the Zox Brothers have 

trademark rights to the word ZOX, and if so for what?  What are the Zox Company’s rights in the ZOX 

mark?  Then the priority and likelihood of confusion analysis can be applied.  As detailed above, all of 

these questions involve the same set of facts and fraud.  The parties are nearly identical.  John Zox 

himself co-mingled these issues.  He cannot undone the co-mingling and he cannot have it both ways.  He 
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uses the jointly owned ’843 Registration against the Zox Company in every proceeding yet wants to 

remain an “individual” when it is not convenient for him. Notice of Opposition, ¶¶ 5-6 and Notice of Opp. 

Exhibit A, Kuiper Decl., ¶ 23. 

By not consolidating these proceedings it is an enormous expense to the Board and the parties.  

The pleadings are redundant, the motions and oppositions are redundant, the Boards rulings are redundant 

and the discovery will be redundant.  There will be no prejudice to any party by consolidating. 

Consolidation will save the parties and the Board considerable time, effort and expense. 

V. CONCLUSION 

Applicant the Zox Company has pled the facts and circumstances of fraud on the Trademark 

Office with sufficient particularity, Registrants’ intent to deceive and how Opposer perpetrates fraud on 

the Trademark Office and the TTAB as allowed under Rule 9(b) and case law.  

For all of the above reasons, Applicant respectfully requests that the Board deny in full Opposer’s 

motion and if suspension due to the pending Action is not granted, consolidate all of the TTAB 

proceedings.  To the extent the motion to dismiss is granted, Applicant respectfully requests that the 

Board grant it leave to file an amended petition to cancel. 

Respectfully submitted, 

      CISLO & THOMAS LLP 

Dated: March 17, 2021    /Katherine M. Bond/   

      Daniel M. Cislo, Esq. 

      Katherine M. Bond 

      David B. Sandelands, Esq. 

CISLO & THOMAS LLP 

12100 Wilshire Blvd., Suite 1700 

Los Angeles, CA 90025 
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CERTIFICATE OF SERVICE 

 I hereby certify that a true and complete copy of the foregoing:  

APPLICANT’S COMBINED OPPOSITION TO OPPOSER’S 

MOTION TO DISMISS (I) FRAUD CLAIM, (II) CONTERCLAIM 

AND (III) APPLICANT’S REQUEST TO CONSOLIDATE 

has been served on Opposer and Registrant’s counsel on March 17, 2021 via email: 

Counsel for Applicant: 

DARREN GELIEBTER 

ERIC HUANG 

deliebter@lgtrademarklaw.com 

ehuang@lgtrademarklaw.com 

 

and 

 

Counsel for Registration No. 5268843: 

Jonathan M. Gelchinsky, Esq. 

jgelchinsky@pierceatwood.com 

 

 

Dated: March 17, 2021      /Katherine M. Bond/   

Katherine M. Bond , Esq. 
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EXHIBIT 1 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE TRADEMARK TRIAL AND 
APPEAL BOARD 

JOHN ZOX, an individual  Trademark: ZOXLIST  

              Opposer,  

 Serial No.: 88/582,432 

v. 

 

  

ZOX LLC.  Opposition No.: 91265309 

             Applicant.  

 

 

I, Jason Kuipers, pursuant to 28 U.S.C. § 1746, declare as follows: 

1. I am the over the age of twenty-one and have never been convicted of a felony. 

2. I am one of the founders and Chief Executive Officer for Applicant, and as such, I am 

personally familiar with the facts set forth below and, if called as a witness and properly 

sworn, could and would testify to them from my own personal knowledge, except as where 

stated on information and belief and, as to those facts I believe them to be true. In my 

position I am knowledgeable 

distribution of consumer goods and the sales and marketing of these goods, and the actions of 

John Zox, Andrew Zox and Daniel Zox. I make this declaration in support of Applicant, 

including its Oppo

 



2 
 

The Zox Company 

3. Zox LLC, its predecessors-in-interest and related entities including House of Kuipers LLC and 

Arizona based on my idea to 

and my two brothers, we started the Zox Company.   

4. Through dedication and countless hours of hard work, our business prospered over the last decade 

by creating an extremely successful company that is engaged in, among other things, the 

production, sale and international distribution of consumer goods or retail products.  The 

 

5. Today, the Zox Company still offers a variety of bracelets. Generally, the bracelets are 

, coupled with the one of a kind, 

limited edition features of the bracelets has created a faithful following of fans where people 

 

6. In addition to the bracelets, the company offers goods such as, keychains, clothing, and bags.  

Examples of some of the bracelets are shown below. 

 

7. 

have had a charitable component to our business.  For every order on our website, the Zox 

Company makes a donation to the Thirst Project, a foundation which provides clean water to 
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those in need. We also create special edition releases to raise additional donations for other 

worthy causes. In 2020 alone, we donated nearly half a million dollars to important causes around 

the world with another $145,400 worth of in-kind donations as well. This is all documented with 

receipts on our website as well: https://blog.zox.la/2020-a-year-of-giving/. 

8. The Zox Company owns several trademarks including U.S. Trademark Registration No. 4,412,948 

for the mark ZOX STRAPS for use in connection with elastic fabric wristbands in the nature of a 

bracelet which issued on October 8, 2013 with a first use in commerce date at least as early as 

September 15, 2011.   

9. The compa U.S. registrations listed in the table below.  

Mark Registration No.  Goods/ Services  First Use in Commerce Date 

ZOX 4465691 Class 14: Wristbands in the 
nature of a bracelet.  

Class 25: Wristbands; shirts 

Class 14: 09/15/2011 

Class 25: 09/15/2011 

ZOXBOX 4759961 Class 25: Athletic apparel, 
namely, shirts, pants, jackets, 
footwear, hats and caps, athletic 
uniforms; Wristbands. 

May 30, 2012 

ZOX 5233845 Class 18: Backpacks.  

Class 35: On-line retail and 
wholesale store services 
featuring clothing apparel, 
wristbands, bags and accesso 

Class 18: 10/31/2016 

Class 35: 08/00 2011 

 

10. In April of 2013, the Zox Company acquired via assignment U.S. Registration No. 2992108 and 

all of the rights and goodwill associated with the mark for a ZOX design mark for use in connection 

with clothing which issued on September 6, 2005 with a first use in commerce date of October 1, 

1992.     

11. 

trademark applications in the United States and numerous applications and registrations 
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marks are hereinafter collectively referred 

 

John Zox, the Band Zox, and the Zox Brothers  

12. If one conducts an Internet search, John Zox was part of a music band called the Zox  band in the 

.  According to several Internet articles interviewing the band members, the band broke 

up in 2009, got back together briefly in 2011 and played a reunion show in 2014 at a quaint small 

Attached as  are articles about the Zox band (the highlighting and arrows were added 

to indicate the relevant parts).   

13. produce photography 

and short films. See https://andrewzox.com/ and https://www.danielzox.com/.  Collectively John 

Zox, Andrew Zox and Dani  

14. At some time, John Zox became aware of the Zox Company and its success. The response to the 

a month for the past 10 years, one of the ZOX Band members receives a text or email from a friend 

  Yet, the Zox Company never heard from John Zox until 

2016.  

15. The Trademark Office records indicate that on March 28, 2016, the Zox Brothers filed U.S. 

Application Serial No. 86/954,

d 41.  Of particular importance is the 

Class 25 goods and the specimens filed which claimed a first use in commerce date of February 6, 

2009.  The specimens consisted of images of products that could be purchased through the online 

print store Zazzle®.  The Class 25 goods were refused registration in light of Registration No. 

4465691, owned by the Zox Company.  Attached as  are representative samples of the 
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16. The Class 25 goods were concerning because they were identical or closely related to goods the 

Zox company was selling.  It is my belief, the Class 25 goods were included in the

Application to make it appear as though the Zox Brothers and the music band Zox had been 

 

17. On or about September 2, 2016, John Zox contacted me via telephone.  He was requesting a 

that had performed in the 

early 2000s and wanted to offer old fans some shirts with their logo on it. At the time, John Zox 

made it seem as though all he wanted to do was sell   

something that would have been decorative in nature. John Zox did not file anything with the 

TTAB for over two years following that conversation, nor did he reach out to me in any way. 

18. Registration  on 

August 22, 2017 without Class 25.  

19. The Zox Company became aware that on December 18, 2018, John Zox had filed a new 

trademark application, serial no. 88/228,

with several consumer retail goods from gift cards to stickers, and non-metal identification 

bracelets to textile materials, bags and string.  We noted he was alleging a first use in commerce 

date for each class of goods which ranged between 2004 to 2007 and the specimens he submitted 

to the Trademark Office, were images of goods that could be purchased through Zazzle or other 

custom, made to order sites.  In fact, in some circumstances, as we later discovered, John Zox 

appears to have taken images from other sites, used Photoshop or another type of photo 

products to include his logos  

items which I believe he has never made in the first place.  Attached as 4  are 

representative examples of the Class 25 specimens filed to allege use of the mark in commerce in 

connection with the applied-for goods 

the Internet.  
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20. This was very concerning to the Zox Company as it did not appear from the specimens that John 

Zox had or was actually using the term ZOX as a trademark and was not selling the applied-for 

goods through Zazzle. 

21. 

Application. Filing the opposition resulted in a cascade of filings at the TTAB. 

22. On or about, July 21, 2020, the Zox Company served its First Set of Requests for Production and 

Interrogatories for Opposition No. 91252817. 

23.  In 

individually, as co-applicant with his brothers Andrew Zox and Daniel Zox and/or with fellow 

Zox bandmembers Eli Miller (Opposition Nos. 91265525 and 91252817).  

24.  John Zox 

John Zox also contends in his discovery responses that he is a member of 

X or ZOX MUSIC, 

 

25. For document production, it is my understanding that approximately 192 documents have been 

produced, most of which are publicly available documents and none of which demonstrate sales 

to consumers for the applied-

documents produced demonstrating a single sale of a good through Zazzle. 

26. On January 5, 2021, the Zox Company issued a subpoena to Zazzle.  In response Zazzle produced 

the attached spreadsheet.  The spreadsheet shows the sales of goods through Zazzle. A copy of 

the Zazzle subpoena without some pages and Exhibit 1 to the subpoena due to size limitations and 

Zazzle  response is attached as .   

27. A review of the spreadsheet shows no goods were sold through Zazzle  Application 

ing date of December 13, 
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2018, it appears one of each good was sold through Zazzle on December 31, 2020 - more than 

Application  

28. In addition to not selling the applied-for goods during the pendency of the various TTAB 

proceedings, myself and others from the Zox Company started to notice content on the Internet 

regarding the band Zox, John Zox and the Zox Brothers was changing.   

29. On information and belief, John Zox was modifying and manipulating information online to in an 

attempt to improve legal position with regard to  

30. For example, John the attached Exhibit 6  in 

Fig. 2- The Zox Band website 

2008-2020

merchandise online at its website www.zoxband.com and www.zazzle.com, at shows/concerts, 

and via hundreds of online streaming music platforms. All feature the ZOX (Stylized) Mark and 

 

31. As shown in Figure B of Exhibit 6, a review of the domain zoxband.com via the Wayback 

Machine the archive page for November 16, 2017, does not display a post dated October 8, 2017 

Page https://www.facebook.com/ZOX-

there was no Oct. 8th 2017 post.  

32. Further according to the Wayback Machine as shown in Figure C of Exhibit 6, an archived page 

for January 18, 2020, does not display a post dated January 1, 

ZOX to my fave playlist!   

33.  It is my belief John. Zox had modified the Zox Band website after the TTAB proceedings began 

to make it appear some activity had occurred in the past years.  

34. 

Zox has also experienced a flurry of edits by John Zox or someone closely related to John Zox.  

In all of 2018 there were only three (3) edits.  In 2020, there were over fifty (50) edits.  For 
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was a band from 

is a band from Providence, Rhode Island. Additionally, there was also an edit in 2020, that 

cha - -2009, 2010- Attached as  

is the revision examples, the revision history for the Wikipedia page and a Wikipedia discussion 

regarding the conflict of interest edits and a person being banned from making edits. The October 

 New York home. Other edits were made by a user named 

board every user on Wikipedia gets in order to insure validity of information), we can see that 

Accurate Sea was warned about being caught making edits without being logged in and his IP 

address (the one used above to make the dated changes) was shown instead of a username. 

on October 21, 2020, Accurate Sea 

indicates that he was in the ZOX band by saying literally on stage  Included in Exhibit 

 

35. The Zox Company does not want to have any affiliation or association with John Zox, the Zox 

band, or the Zox brothers nor does it want consumers to be confused when they purchase a Zox 

Company product thinking it is related to John Zox, the band Zox or the Zox brothers. 

36. Contrary to John  not 

John Zox, the band Zox or the Zox brothers assuming any exists.  According to numerous 

streaming services and social media platforms the band Zox no longer has a fan following.  

37. The Instagram account for the band Zox has approximately three hundred (300) followers as 

compared to the Zox Company that has two hundred thousand followers (200,000).  On Facebook 

the band Zox has approximately four thousand (4,000) followers and the Zox Company has over 

three hundred thousand (300,000) followers.  
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38.  The band has less than ten thousand (10,000) monthly listeners on Pandora, approximately ten 

thousand (10,000) listeners on Songkick and about sixteen thousand (16,000) on Spotify, these 

numbers represent global numbers.  
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39. 

identical to those of Plaintiff with a logo confusingly similar to the Zox Company logo that is the 

subject of this proceeding.   

                      

40. On information 

and belief, the new album consists of two (2) unreleased old songs and seven (7) alternate 

versions of old songs (e.g. acoustic) that were never release when the band was together. 

Attached as Exhibit 8  is an article about the album release which states in pertinent part, that 

John Zox had the idea to release the album.  On YouTube the release has 113 views.  
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41. If John Zox is allowed to proceed with interfering with the Zo

it will cause serious harm to the Zox Company including, but not limited to, lost sales and goodwill, 

damage to its reputation as it has spent substantial time and resources investing in the company and 

its products.  

I declare under the penalty of perjury that the foregoing is true and correct.  

 

Executed this day of January 23, 2021    By: / Jason Kuipers /  

        Jason Kuipers  
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1/23/2021 The Dan Edinberg Interview: ZOX's Reunion Show, The Stepkids and More 

ABOUT SUPPORT SBG 

Zox was coming back for one show? And for only 15 dollars!? 

Needless to say, I bought my ticket right away and called my friends - also Zox fans - about the show 

and they promptly purchased their tickets as well. 

Since that time my friend loaned my his copy of The Wait, Zox bassist Dan Edinberg was always 

one of those bassists that I wish I had the chance to see live. 

Since the band's break up in 2009, I had always wondered what it would have been like to see this band 

live and hear Dan's playing in person. 

The band's three studio recordings, Take Me Home, The Wait and Line in the Sand, were produced so 

well that any one can hear Dan's bass come through the mix in full, punchy force that to to have heard 

these bass lines performed live would have been just as much a treat for the fan of the band's music as 

would be for any fan of good bass playing. 

While Zox did break up in 2009 and the other three members pursued other musical endeavors, Dan 

began a new project called The Stepkids, a psychedelic, funky electronic project with drummer Tim 

Walsh and guitarist Jeff Gitelman. 

The band since 2009 has signed to Stones Throw Records in California and released one self titled full 

length album in 2011 and as of a few days ago (it will be a 'few days ago' when the story drops) released 

an EP called Wanderers. 
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1/23/2021 The Dan Edinberg Interview: ZOX's Reunion Show, The Stepkids and More 

ABOUT SUPPORT SBG 
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That of course can get tiring, frustrating, arguments can ensue, people might not even want to be there, 

but at the end of the day, the hard work pays off. 

That's what I take away from it- the more work you put in, the more you struggle, the more you get out of 

it. Every time we would play a show I knew we were completely ready. 

That's the best feeling you can have going into a performance or a recording. 

ME: ZOX's tenure together seemed relatively short lived. You guys were together for 7 years and released 

3 albums, all to mostly positive reviews, and the ZOX name seems to resonate so strongly with Rhode 

Island. What caused the breakup? 

DE: Just us growing up! We had toured so much much for so long and it was time to stop the incessant 

touring. Personally we all love each other and there were no hard feelings. 

We just felt like it was time to move on to other things in our own individual lives. 

ME: What is the story behind the ZOX logo? Even these days, when I'm walking around Providence, 

Warwick or even the University of Rhode Island's campus, I still see the ZOX logo stickered on a wall or 

stop sign and it's definitely one of the most recognizable band logos I can think of. 

DE: I wish I could recollect the name of the person who designed it - I love this logo. 

Having a great, iconic logo is so hard to do. 

That was one of the things that really impressed me with Zox before I even joined - how they had a keen 

sense of marketing themselves, which is something great musicians rarely do. 

ME: What are some of your fondest memories as a member of ZOX? What was one of the most 

memorable gigs you ever played? 

DE: My favorite shows were always the ones that you didn't expect to be great - playing random places in 

small town USA where out of nowhere a super-dedicated fanbase would show up and go wild. 
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JOHN ZOX SPECIMEN: CLASS 16 

 
XYZ SPECIMEN: CLASS 16 
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JOHN ZOX SPECIMEN: CLASS 24 

 
XYZ SPECIMEN: CLASS 24 
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JOHN ZOX SPECIMEN: CLASS 24 

 
 

XYZ SPECIMEN: CLASS 24 
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JOHN ZOX SPECIMEN: CLASS 26 
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EXHIBIT 6

FIGURE A:  Fig. 2- The Zox Band website 2008-2020” 
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FIGURE B:  Archived Wayback Machine webpage from November 16, 2017 
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FUGURE C: Archived Wayback Machine webpage from January 18, 2020 
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EXHIBIT 7: WIKIPEDIA EDITING
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